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REMARKS 



Claims I -62 are pending in the application. By this Amendment, claims 1 and 24-45 are 
amended. Claims 46-62 are withdrawn from consideration. 
No new matter \r added by this amendment 

Applicant respectfully requests reconsideration of this application in view of the 
following remarks. 

A. The Objection to the Claims 

On page 2, the Office Action objects to claim 1 asserting a minor informality. Claim 1 is 
amended in response to the objection. 

Applicant respectfully submits that the objection is overcome. 

B. The Rejection under 35 U.S.C. $1 12. Second Paragraph 

The Office Action rejects cJaims 24^*5 under 35 U.S.C. § 1 12, second paragraph, as 
being allegedly indefinite for failing to particularly and distinctly claim Ihe subject matter which 
Applicant regards as the invention. 

In particular, the Office Action alleges that the claims recite means plus function 
language. The Office Action alleges deficiencies associated with such means plus function 
interpretation. The claims are amended in response to the rejection to avoid an interpretation 
under 35 U.S.C. 1 12, sixth paragraph. 

Applicant respectfully submits thai the present claims satisfy the requirements of 35 
U.S.C. § 112, second paragraph. Accordingly, withdrawal of the rejection is requested. 
C The Rejection under 35 U.S.C. SlO j 

The Office Action rejects claims 1-23 under 35 U.S.C. 101 asserting Lhe claimed 



-14- 



PAGE 17/21 » RCVD AT 1 1/4/2010 8:09:48 PM [Eastern Daylight Time] 1 SVR:USPTO-EFXRF4/30 1 DNIS:2738300 1 CSID: 1 DURATION (miHS):03-00 



NOU-04-2010 £0:02 From: HUNTON 8, WILLAMS To:(JSPTO P. 18' 

Attorney Docket No. 52493.000163 Application. Nw. 10/028,284 

invention is directed to non-statutory subject matter. The Office Action asserts: 

. . . Examiner notes the use of a computer system in claim 1, line 3 to receive data which is 
regarded as insignificant extra solution activity. Examiner recommends the Applicant to include 
the use of a computer in the key inventive step of the claimed invention. Appropriate correction 
is requested. 

The claims arc amended in response 10 the rejection and the Examiner's helpful 
suggestion. Applicant respectfully submits that the claims satisfy 35 U.S.C. 101 . 
D. The Rejection under 35 U.S . C. S 103 

In the Office Action, claims 1-4, 9-10, 20-21, 24-27, 32-33 and 43-44 arc rejected under 
35 U.S.C. 103(a) as being unpatentable over Phillips et ah, US Patent No. 7,133,848 (Phillips) in 
view of Purcel), Jr., US Patent No. 5,727,161 (Purcell). Applicant traverses the rejection and 
respectfully submits that the Office Action fails to establish a prima facie case of obviousness. 

To establish a prima facie case of obviousness, three criteria must he met: (1) there must 
be some suggestion or motivation to modify the reference or to combine reference teachings, (2) 
there must be a reasonable expectation of success, and (3) the prior ait references must teach or 
suggest all the claim limitations. See MPFP §§ 2143 and 2143.03; citing In Re Vueck, 947 F.2d 
488, 493 (Fed. Cir. 1991); In re Roykn, 490 F.2d 1981 (CCPA 1974). 

Relatedly, as set forth in M.P.E.P 706.02<j), 35 U.S.C. 103 authorizes a rejection where, 
to meet the claim, it is necessary to modify a single reference or to combine it with one or more 
other references. M.P.E.P 706.02(j) indicates that after indicating that the rejection is under 35 
U.S.C 103, the Examiner should set forth in the Office Action: 

(A) the relevant teachings of the prior an relied upon, preferably with reference to the 
relevant, column or page numbers) and line numbcr(s) where appropriate, 

(B) the difference or differences in the claim over the applied reierence(s), 
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(C) the proposed modification of the applied reference(s) necessary to arrive at the 
claimed subject matter, and 

(D) an explanation why one of ordinary skill in the art at rhe time the invention was made 
would have been motivated to make the proposed modification. 

M.P.E.P 706.02(j) references the well known requirements of Graham v. John Deere, 
Further, M.P,E.P 706.02(f) notes that it is importaiiL for an Examiner to properly communicate 
the basis for a ivjection so Iliac the issues can be identified early and the Applicant can be- given 
fair opportunity to reply. 

Applicant respectfully submits that the Office Action has failed to satisfy the Graham \\ 
John Deere analysis. On page 4, lines 14-18, the Office Action asserts thai Philips teaches: 



graphing the present value of each or the predetermined pricing metrics 
(col. 8, lines 27-41, Figure 5, col 1, lines 1<M5); 

wherein the waterfall identifies a present value of each of the 
predetermined pricing metrics in relation to each other (Abstract; col. I, lines 
60 - col, 2, lines 30; col. 8, lines 27-4 1 , when present value is in the embodiments 
and graphing the present value would identify present value of each of the 
predetermined pricing metrics in relation to each other) ... 

(emphasis added) 



However, the Office Action then directly contradicts such assertion. That is, on page 5, 
lines 1-2, the Office Action asserts: 

Phillips docs not specifically disclose determining the present value of 
the predetermined pricing metrics. 

(emphasis added) 

Applicant submits that such inconsistencies, relating to core features of the claim, result, 
in the 35 U.S.C. 103 rejection being unsupportable. Tn particular, Applicant submits that such 
inconsistencies result in the requisite Graham v. John Deere analysis being compromised - so as 
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to not support the rejection. It is fully unclear what Philips is or is not being relied upon for in 
the combination of applied art. 

As articulated in the recent Federal Register guidelines: 

Office personnel must provide an explanation to support an obviousness rejection 
under 35 U.S.C. 103. 35 U.S.C. 132 requires that the applicant be notified of the 
reasons for the rejection of the claim so that he or she can decide how best to 
proceed. Clearly setting forth findings of fact and the ratioualc(s) to support a 
rejection in an Office Action leads to the prompt resolution of issues pertinent to 
patentability. Examination Guidelines for Determining Obviousness Under 35 
U.S.C. 103 in View of the Supreme Court Decision in KSR International Co. v. 
Tfiltflcx Inc. federal Register vol. 72, JNo, 195, Wednesday, October 10, 2007, 
page 57527. 

The present rejection simply tails to satisfy such guidelines, for the reasons set forth above. 

As a further grounds of traversal, Applicant notes the motivation for combination. 

Specifically, the Office Action asserts on page 5, lines 10-11: 

Therefore, it would have been obvious to a person having ordinary skills in the art at the 
time the invention was made to combine the disclosure of Phillips with the disclosure of 
Piuvdl. The motivation for combining these references would have been to compare 
the present value of various predetermined pricing metrics. 

(emphasis added) 

However, such motivation leads to further vagueness in the rejection and further vagueness in 
how the rejection allegedly satisfies due Graham v. John Deere analysis. That is, the motivation 
to combine essentially proposes to modify Philips to include a feature that Philips is alleged to 
already have, i.e., see the Office Action on page 4, lines 14-15. Accordingly, Applicant submits 
that such motivation would not have prompted the one of ordinary skill to modify Philips as 
proposed, even under KSR International Co. v. Teleflex Inc. 

Applicant submits that claim J is allowable at least for the reasons sot forth above. 
Further, independent claim 24 is allowable at least for reasons similar to claim I . 
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The rejected dependent claims are allowable based on their various dependency on claims 
1 or 24, as well as for the additional features such dependent claims recite. 
Withdrawal of the rejection under 35 U-S.C 103 is requested. 
F. Conclusion 

For at least foregoing reasons, Applicant respectfully asserts that the application is in 
condition for allowance. Favorable reconsideration and allowance of the claims are respectfully 
solicited. 

Should the Examiner believe anything further is desirable in order to place the 
application in even better condition for allowance, the Examiner is invited to contact Applicant's 
undersigned representative at the telephone number listed below. 

For any fees due in connection with filing this Response the Commissioner is hereby 
authorised to charge the undersigned's Deposit Account No. 50-0206. 

Respectfully submitted, 




1900 K Street, N.W., Suite 1200 
Washington, DC. 20006- 1 109 
(202) 955-1500 (Telephone) 
(202) 778-2201 (Facsimile) 
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